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DETAILED ACTION 

Status of Claims 

Claims 18 and 19-23 remain for examination. Claims 18, 20, 22, 24, 27-28, 34 
and 36 are amended. Claim 19 is canceled. Claims 24-36 are previously withdrawn 
from consideration. 

Election/Restrictions 

Applicants' arguments are not found persuasive because the office action mailed 
on March 1 1 , 2009 did point out the special technical feature linking the inventions, such 
as MgCln(OR) 2 -n.LB taught by Scata et al. (US 4,220,554), does not provide a 
contribution over the prior art, and no single general inventive concept exists. Therefore, 
restriction is appropriate. 

The requirement is still deemed proper and is therefore is made FINAL. 

Grounds of Rejection 

The ground(s) of rejection, below, is made as follows with respect to the currently 
amended claims 18, 20 and 22, and these directly or indirectly dependant claims. It is 
substantially the same as generally set in the office action mailed on March 1 1 , 2009. 

Modified Grounds of Rejection 
Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 102 
of this title, if the differences between the subject matter sought to be patented and the prior art are such that the subject 



Application/Control Number: 10/594,780 Page 3 

Art Unit: 1793 

matter as a whole would have been obvious at the time the invention was made to a person having ordinary skill in the art 
to which said subject matter pertains. Patentability shall not be negatived by the manner in which the invention was 
made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 1 03(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 1 03(c) and potential 35 U.S.C. 1 02(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

Claims 18 and 22-23 are rejected under 35 U.S.C. 103 (a) as being unpatentable 
over Scata et al. (US 4,220,554). 

Regarding claims 18, and 22-23, Scata et al. discloses a method of preparing 
catalyst component for polymerizing alpha-olefins by reaction between (a) a Ti 
containing compound, (b) alkoxymagnesium halide with the structure as shown below 
(abstract): 
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in which O^n^l, R is an alky!, aryl, eycloalkyl radical 
containing from 1 to 20 carbon atoms, X is halogen or a 
group OR* In which R' is an alky!, aryl or eycloalkyl 
radical coataMag from 1 to 20 carbon atoms and is the 
same or different from R in fbnmiia (I) f 

and (c) an electron-donor compound (applicant's Lewis base such as ethers) 
(col. 2, line 65). The molar ratio of a hydrocarbyl electron-donor compound relative to the 
Mg dihalide, corresponding to the p value as in the instant claims 18 and 22 , is from 0.1 
to 0.5 (abstract, and claim 9), the n value is 0< n <2, R is C1-C20 (abstract, and claim 1). 

The references differ from Applicant's recitations of claims by not disclosing 
identical ranges (0.1^ n < 1 .9, 0.4< p < 3, R is CrC2o). However, the reference discloses 
"overlapping" ranges, and overlapping ranges have been held to establish prima facie 
obviousness (MPEP 2144.05). 



Claims 20-21 rejected under 35 U.S.C. 103(a) as being unpatentable over Scata 
et al. (US 4,220,554) as applied to claim 18 above, and further in view of Zakharov et al. 
(WO 96/32426). 

Regarding claims 20-21 as discussed above, although Scata et al. teaches using 
ether as the electron-donor compound, he does not specifically disclose using cyclic 
ether comprising 3-5 carbon atoms such as THF as per applicant claim 20-21 . 
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Zakharov et al. teaches a method for the preparation of an alkoxymagnesium 
halide/Ti compound catalyst system suitable for the polymerization of olefins in the 
presence of an inert solvent, i.e., dialkyl ether or THF (page 3, lines 19-27, and claim 1). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine the teachings of Scata and Zakharov to obtain the 
invention as specified in the claim 20-21, motivated by the fact that the resulting catalyst 
is very active for the polymerization, and eliminates additional activation catalyst steps 
(page 2, lines 8-10). 

Since Scata and Zakharov both teach a catalyst system suitable for the 
polymerization of olefins comprising an alkoxymagnesium halide, Ti compound and 
electron donor, it would have a reasonable expectation of success. Therefore, the 
invention as a whole would have been prima facie obvious to one of ordinary skill in the 
art at the time the invention was made. 

Response to Arguments 
With regards to the previous Grounds of Rejection 

Applicant's arguments with respect to claims 18-23 have been considered but 
they are not persuasive. The examiner would like to take this opportunity to address the 
Applicant's arguments. 

Regarding claims 18-19 and 22-23 rejected under 35 U.S.C. 103(a) as being 
unpatentable over Scata et al. (US 4,220,554), applicants argue the recited claims 
comprising a higher Mg/LB ratio than those disclosed in Scata et al (Remarks, pages 5 
and 6-7). 
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The Examiner respectfully submits that the molar ratio of a hydrocarbyl electron- 
donor compound relative to the Mg dihalide, corresponding to the p value as in the 
instant claims 18 and 22 , is from 0.1 to 0.5 as disclosed by Scata et al. in claim 9. It 
overlaps the recited claims. The references differ from Applicant's recitations of claims 
by not disclosing identical ranges (0.4< p < 3). However, the reference discloses 
"overlapping" ranges, and overlapping ranges have been held to establish prima facie 
obviousness (MPEP 2144.05). 

In addition, applicants argue that the Examiner has not explained why, absent 
Applicant's specification, one of ordinary skill in the art would have modified the 
disclosure of Scata, et al. to remove the aromatic electron-donor compounds therein for 
Applicant's currently and specifically claimed aliphatic, aprotic Lewis bases (Remarks, 
pages 5-6). 

The arguments are not found persuasive. As discussed in the office action 
mailed on March 1 1 , 2009, Scata et al. teaches the use of an electron-donor compound 
ethers (applicant's Lewis base) (Office action, page 5). Ethers taught by Scata et al. 
encompass the recited claims. 

Therefore, the rejection stands. 

Regarding claims 20-21 , the rejection under 35 U.S.C. 103(a) as being 
unpatentable over Scata et al. (US 4,220,554) and further in view of Zakharov et al., 
applicants argue that the Examiner fails to establish a prima facie case of obviousness. 
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And Zakharov et al. does not teach all the features of the present claimed invention 
(Remarks, pages 8-10). 

The arguments are not found persuasive. As discussed in the office action 
mailed on March 1 1 , 2009, Scata et al. teaches the catalyst system containing electron 
donor ether, except he does not specifically disclose the use of THF as per applicant 
claim 21 . 

Zakharov et al. teaches a method for the preparation of an alkoxymagnesium 
halide/Ti compound catalyst system suitable for the polymerization of olefins in the 
presence of an inert solvent, i.e., dialkyl ether or THF (page 3, lines 19-27, and claim 1). 

The motivation of combining the teaching of Scata et al. and Zakharov et al. is by 
the fact that the resulting catalyst is very active for the polymerization, and eliminates 
additional activation catalyst steps (page 2, lines 8-10). 

Furthermore, since Scata and Zakharov both teach a catalyst system suitable for 
the polymerization of olefins comprising an alkoxymagnesium halide, Ti compound and 
electron donor, it would have a reasonable expectation of success. Therefore, it would 
have been prima facie obvious to one of ordinary skill in the art at the time the invention 
was made. 

Applicant's arguments against the reference of Zakharov et al. are not found 
persuasive. 

Because, note that while Zakharov et al. do not disclose all the features of the 
present claimed invention, Zakharov et al. is used as a secondary reference, and 
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therefore, it is not necessary for this reference to contain all the features of the presently 
claimed invention, In re Nievelt, 482 F.2d 965, 179 USPQ 224, 226 (CCPA 1973), In re 
Keller 624 F.2d 413, 208 USPQ 871 , 881 (CCPA 1981). Rather this reference teaches a 
certain concept, namely the use of THF as an electron donor, and in combination with 
the reference of Scata et al., discloses the presently claimed invention as set forth in the 
office action mailed on March 1 1 , 2009. Therefor, the rejection stands. 
Therefore, the rejection stands. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See M PEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to YUN QIAN whose telephone number is (571)270-5834. 
The examiner can normally be reached on Monday-Thursday, 10:00am -4:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo can be reached on 571-272-1233. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/J.A. LORENGO/ /YUN QIAN/ 

Supervisory Patent Examiner, Art Unit 1793 Examiner, Art Unit 1793 



